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REMARKS/ARGUMENTS 
Status of the Application 

In the Non-Final Office Action mailed September 9, 2003, claims 11-16, 18, 
and 20 were rejected. In this response, no amendments to the claims have been 
made. Thus, claims 11-16, 18, and 20 are pending. 

Rejections Under 35 U.S.C § 103(a) 
Claims 11-16, 18, and 20 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Shvartsman (EP 0 439 050 A2) in view of Yin et al. (U.S. Patent 
No. 4,978,593) in further view of Lewis et al. (U.S. Patent No. 4,519,065). These 
rejections are respectfully traversed. 

Applicants' reassert that Shvartsman and Yin et al., with or without Lewis et 
al., fail to disclose every element of Applicants' claimed invention. "To establish 
prima facie obviousness of a claimed invention, all the claim limitations must be 
taught or suggested by the prior art." MPEP § 2143.03. The combination of 
Shvartsman in view of Yin et al. in further view of Lewis et al. does not disclose or 
suggest the use of a cationically and/or radically curable coating agent capable of 
being cured by high energy radiation in forming holographic images on the surface of 
the motor vehicle or parts thereof. The substrate in Shvartsman "functions primarily 
as a dimensionally stable support for the photohardened information-carrying layer" 
(pg. 3, lines 26-27). The photohardenable film/layer is simply not a coating agent 
(see, pg. 3, lines 47-49), but rather is a laminate that should have "optical 
characteristics comparable to those of the [substrate] surface" (pg. 4, lines 9-10), 
that is, substantial transparency and matched refractive index (pg. 3, lines 28-30). 
The substrate in Yin et al. is a thin, transparent laminate (col. 1, lines 34-36). The 
laminate is coated with a photosensitive material and later exposed by ultraviolet 
radiation to produce a hologram on the laminate (col. 2, lines 26-28). The substrates 
in Lewis et al. are compact discs, digital versatile discs, and the like (col. 1 , lines 11- 
15). Coded information is embossed onto a conductive or reflective layer on the 
surface of a polymeric composition (col. 4, lines 40-42). Based on these teachings, 
there is simply no disclosure in the cited references suggesting a combination where 
a coating agent capable of being cured by high energy radiation is used on a motor 
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vehicle or parts thereof. Consequently, the Examiner has failed to establish a prima 
facie case of obviousness as required under MPEP § 2142. 

Even if all of the claim limitations can be found in the cited references, there is 
no motivation to combine or modify these references to produce Applicants' claimed 
invention. Proposed modifications to prior art references cannot change the principle 
of operation of the references. See MPEP § 2143.01 . Shvartsman and Yin et al., as 
conceded by the Examiner, are limited to embossing transparent substrates. 
Applicants' claimed invention has no such limitation and, indeed, is limited to motor 
vehicles or parts thereof that have been coated with a cationically and/or radically 
curable coating agent capable of being cured by high energy radiation. One of 
ordinary skill in the art would recognize that such limitations inherently exclude a 
transparent substrate, specifically thin, transparent substrates suitable for use on 
glass as disclosed by Yin et al. (col. 1 , lines 34-36) and a substantially transparent, 
uniformly thick disk or sheet as disclosed by Shvartsman (pg. 3, lines 27-30). 

Combining Lewis et al. with Shvartsman and Yin et al. fails to teach one of 
ordinary skill in the art how to modify Shvartsman and Yin et al. Examiners must 
consider prior art in its entirety, including disclosures that teach away from 
Applicants 1 claimed invention. MPEP § 2142.02. While Applicants concede that 
Lewis et al. disclose the element of passing radiation through the die first (col. 14, 
lines 15-19), other parts of the Lewis et al. disclosure teach away from Applicants 1 
claimed invention. Specifically, Lewis et al. disclose embossing coded information, 
not decorative design holograms, onto substrates. According to Lewis et al., coded 
information is "information that can be read only by instrumentation, as opposed to 
visual images, lettering, and visually readable symbols of any sort" (col. 3, lines 56- 
59) (emphasis added). Applicants respectfully submit that a decorative design 
hologram fits within the definition of what coded information is not. Lewis et al. also 
teach away from Applicants 1 claimed invention by disclosing covering the polymeric 
radiation-curable coating with a conductive or reflective metal layer (col. 1, lines 58- 
66). In Lewis et al., the embossing actually occurs on this conductive or reflective 
metal layer and not the polymeric radiation-curable coating (col. 4, lines 40-42). 
Contrarily, Applicants 1 claimed invention directly embosses the cationically and/or 
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radically curable coating agent capable of being cured by high energy radiation. A 
conductive or reflective metal layer is completely unnecessary. 

Additionally, Lewis et al.'s process is non-analogous art to Applicants 1 claimed 
invention. Art is analogous if it is "reasonably pertinent to the particular problem with 
which the inventor was concerned." MPEP § 2145(IX). Compact discs, digital 
versatile discs, and the like simply are not motor vehicles or parts thereof, and one of 
ordinary skill in the art would not look to the field of light/stylus-readable discs when 
developing a method of decorating the coating agent of a motor vehicle or parts 
thereof with a hologram. Specifically, Lewis et al. disclose a process for embossing 
coded information, not holographic images, onto a radiation curable coating 
comprising a conductive or reflective layer (col. 4, lines 40-42). Additionally, the 
conductive or reflective layer, essential to Lewis et al. (see col. 1 , lines 58-66), is not 
part of, and actually teaches away from, Applicants 1 claimed invention. The 
conductive layer comprises dispersed non-metallic or metallic particles in organic 
binders that achieve good conductivity (col. 14, lines 60-65). The cationically and/or 
radically curable coating agent capable of being cured by high energy radiation in 
Applicants' claimed invention, however, has no such dispersion of conductive 
particles. A reflective layer teaches away from Applicants' claimed invention 
because the reflective layer would disturb the visible effect created by Applicants' 
claimed invention. Thus, considering Lewis et al. as a whole, the reference teaches 
away from Applicants' claimed invention rather than merely supplying an element 
missing from Shvartsman and Yin et al. 

Because claim 18 is a product by process claim that mirrors claim 1 1 , claims 
12-16 depend from claim 1 1 , and claim 20 depends from claim 18, the above 
arguments apply equally to these claims and will not be repeated. 
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Summary 



In view of the foregoing amendments and remarks, Applicants submit that this 
application is in condition for allowance. In order to expedite disposition of this case, 
the Examiner is invited to contact Applicants 1 representative at the telephone number 
below to resolve any remaining issues. Should there be a fee due which is not 
accounted for, please charge such fee to Deposit Account No. 04-1928 (E.I. du Pont 
de Nemours and Company). 



Respectfully submitted, 




Hilmar Fricke 
Reg. No. 22,384 
Telephone: (302) 984-6058 
Facsimile: (302) 658-1192 
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